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DETAILED ACTION 
Response to Amendment 
Response to Arguments 

1 . Applicant's arguments, see pages 9-16 of response to second non-final rejection, 
filed 6/20/2006, with respect to the rejection(s) of claim(s) 1-33 under 35 U.S.C. 102(b) 
and 103(a) have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of Wang (US-PUB 2004/0225773). 

Examiner's previous rejections were made with limited understanding of the 
applicant's invention; some but not all of the issues regarding the clarity of the 
disclosure (see items 2-4) were covered with the applicant's representative in a 
telephonic interview on 9/1/2006. Examiner thanks Attorney Cooper for his time and 
apologizes for the delay in prosecution. 

Further, the examiner understands and acknowledges the differences between 
the disclosed invention and the reference utilized in rejection; however, the examiner is 
required to take the broadest interpretation of the claim language in rejections in order 
to reduce the breadth and scope of the claims. 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: reference number 304, the "imposition module" in FIG. 3. Corrected 
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drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. Each drawing sheet submitted after the 
filing date of an application must be labeled in the top margin as either "Replacement 
Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by 
the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

3. The drawings are objected to because labels 300, 302, and 306 lack their 
respective names, i.e., "MPS," "print optimizer," and "imposition module." Furthermore, 
the string under reference numeral 300, "Resource Query and Downlowd," contains a 
spelling error. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. The 
figure or figure number of an amended drawing should not be labeled as "amended." If 
a drawing figure is to be canceled, the appropriate figure must be removed from the 
replacement sheet, and where necessary, the remaining figures must be renumbered 
and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
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renumbering of the remaining figures. Each drawing sheet submitted after the filing date 
of an application must be labeled in the top margin as either "Replacement Sheet" or 
"New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

4. The drawings are objected to under 37 CFR 1.83(b) because 
they are incomplete. 37 CFR 1.83(b) reads as follows: 

When the invention consists of an improvement on an old machine the drawing 
must when possible exhibit, in one or more views, the improved portion 
itself, disconnected from the old structure, and also in another view, so 
much only of the old structure as will suffice to show the connection of 
the invention therewith. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing 
figure is to be canceled, the appropriate figure must be removed from the replacement 
sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings 
for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date 
of an application must be labeled in the top margin as either "Replacement Sheet" or 
"New Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the 
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examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Specifically, while FIGs. 4 and 5A-D depict the overall process of the invention, 
they are displayed in a nested fashion, with FIGS. 5A-D depicting singular blocks of 
FIG. 4. This makes the overall process of the invention increasingly difficult to 
understand; furthermore, the processes of FIGS. 5A-C occur in parallel, adding to the 
confusion. Finally, there is very little relationship between FIGS. 4 and 5A-D with FIG. 
3, and thus it is difficult for a reader to discern which elements are performing which 
steps. Examiner feels that a modification to FIG. 3 with timing numerals or a 
modification to FIGS. 4 and 5A-D with part numerals would greatly enhance the clarity 
of the disclosure, and suggests the addition of either such figures. Particularly, 
Examiner would like to emphasize the fact that loading of source data into the print 
optimizer occurs before the job ticket identifiers are sent to the print optimizer; as the 
drawings are presented, it leads the reader to believe the source data is loaded as a 
response to a request by receiving job ticket identifiers. 

Specification 

5. The disclosure is objected to because of the following informalities: Paragraph 
0033 (referring to the PG-PUB) on line 14 includes the word "genearating." Examiner 
believes this should be changed to "generating." Additionally, line 8 of paragraph 0038 
includes a reference to "Resource C in FIG. 3" when only Resource A and B are shown. 
Examiner believes this should be changed to "Resource B in FIG. 3." 
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Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claim 21 is rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. A "program storage device, readable by a 

computer" is non-statutory material, as a "program storage device" could consist of 

paper with program code to be OCR-ed by a computer. Examiner suggests 

replacement with the standard phrase, "a computer readable medium." 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-9, 11-19, and 21-29 are rejected under 35 U.S.C. 102(e) as being 



anticipated by Wang (US-PAT 2004/0225773). 
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Regarding claim 1 , Wang discloses a method implemented by a driver program 
420, "communicating between application program 410 and the printer 430," (paragraph 
0038). The application program runs on a computer system 100, where the driver 
program 420 "receives document 135 from the application program 410. Document 135 
may include one or more character encoding specifications 445, such as ASCII, and 
one or more font identifiers 447 within each character encoding specification," 
(paragraph 0038). Thus, the method disclosed by Wang includes a step of "receiving 
source data." 

Broadly defined, the "source data" is the actual document text and position 
information created by the user with the application software (such as a word 
processing application). The application as commonly known in the art, creates an 
output file to be printed by the device driver. This, broadly defined, comprises the step 
of "generating a job ticket." 

Because the print file, or "job ticket," comprises document including a resource, a 
specific font and its individual characters, and the positioning of each character on the 
page, Wang's invention includes a step of "receiving a job ticket generated from the 
source data, the job ticket having a first identifier identifying a resource of the document 
and layout information describing a layout of the resource in the document," as required 
by limitation 2. 

Wang discloses in paragraphs 0039-0040, "within the device driver program 420, 
method 130 determines whether a font identifier 447 defines a printer resident font... If 
font identifier 447 does not identify a printer resident font, bitmap character rendering 
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information 600 is generated in method 130 and sent to printer 430. This bitmap 
character rendering information may include a single or multiple byte character identifier 
610... Bitmap data 670 is also transmitted to the printer with the bitmap character 
rendering information 600, and provides a bitmap version of the character image directly 
to the printer, thus making the rendering of the character on the printer or output device 
independent of the issue whether the specified font is resident on the output device." 
Therefore, Wang's invention includes the step of "generating a second identifier 
associated with the resource," since the bitmap character rendering information 600 
(including individual character identifiers 610) is generated and associated with actual 
bitmap data 670, which is essentially the "resource." Additionally, the printer or output 
device utilizes these identifiers 610 to render characters and as such the "second 
identifier[s] [are] locally recognizable by a printing device." 

Wang's invention stores fonts within the driver program 420, which resides in 
either memory 1 1 1 or memory 1 84, depending on the embodiment. In either scenario, 
the second identifiers are "stored remotely from the printing device," as well as locally 
within the printing device after transmission of the font. 

With regards to limitation 5, Wang states in paragraph 0035, "the retrieved 
bitmap and data and glyph information, as well as position information for drawing the 
bitmap, is then transmitted to the printer in procedure 340. The bitmap data is used to 
generate an image for display on a printer in procedure 350." This comprises "storing 
the resource locally to the printing device," and "printing the stored resource according 
to the layout information." 
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Finally, regarding the preamble, Wang's invention pertains to any file to be 
printed with font data, which includes impositioned documents. 

Thus the limitations of claim 1 are anticipated by Wang. Examiner asserts that 
claims 11 and 21 are merely the counterpart apparatus and computer readable medium 
claims of claim 1 , and as such are anticipated by Wang as well. 

Regarding claims 2, 12, and 22, Wang's driver program 420 "receives the source 
data," encapsulated in the job ticket, and stores the font data. Therefore, the driver 
program 420 is a "print optimizer." Additionally, Wang's application program 410 
comprises an impositioning module, since it determines the resources and layout of the 
job. Thus the "job ticket is generated by an impositioning module." 

In regards to claims 3, 13, and 23, Wang states in paragraph 0039, "within device 
driver program 420, method 130 determines whether a font identifier 447 defines a 
printer resident font. If so, printer resident character rendering information 500 shown in 
FIG. 5 is generated using method 13 and sent to printer 430." Thus the second 
identifier, as defined by the interpretation of claim 1 , the non-resident character 
rendering information 600, is not generated because the font is already resident on the 
printer, and therefore not "new." 

With regards to claims 4, 14, and 24, Wang's printer driver 420 converts the 
document 135 into device readable document data 450. Thus, the bitmap data of a 
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given font is also converted into a format which may be utilized by the printer. 
Therefore, Wang's invention anticipates "converting the resource into a a printing 
device-renderable form if the resource is not in the printing device-renderable form." 

In regards to claims 5, 15, and 25, Wang discloses in paragraph 0037, "the 
output device is a printer and the arbitrary font data is used within the PostScript page 
description language." Therefore, the device renderable form is "compliant with a page 
description language." 

With regards to claims 6, 16, and 26, the font data of Wang is initially stored in 
the computer 100, but eventually transmitted to the output device 117. Therefore, it is 
"stored in a memory of the printing device." 

In regards to claims 7, 17, and 27, the method 130 of Wang is executed only if 
the font is not resident on the printer, and thus "the resource is stored locally to the 
printing device only if the resource is not already stored locally to the printing device." 

Regarding claims 8, 18, and 28, Wang's invention operates on a job-by-job basis. 
After a first job utilizing a nonresident font is printed, by virtue of the invention, the 
nonresident font has been stored in the printer and becomes a resident font. Therefore, 
a subsequent job utilizing the same font would execute in the same manner as 
disclosed with a resident font, "this comprises receiving a second job ticket having the 
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first identifier and second layout information describing a second layout of the resource 
in the document." 

In such a case, the font data, being detected as resident, is sent with a resident 
font identifier 500 and printed with the same font. This, broadly defined, comprises 
"transforming the first identifier into the second identifier," and "printing the stored 
resource according to the second layout information." 

With regards to claims 9, 19, and 29, requiring that the "impositioned document 
comprises variable data, and the method further comprises the steps of augmenting the 
job ticket with the variable data," Wang's invention, broadly defined, adjusts the layout 
of the font in two manners, one, the position of each individual character, and two, the 
sequencing of each individual character. Under the broadest possible interpretation, 
both the layout and the sequence are "variable data." Thus, any alterations of the 
sequence, whether by manually typing data or importing data (time/date, name, etc.) via 
the application may be considered "augmenting the job ticket with the variable data." 
Thus Wang's invention anticipates the features of claims 9, 19, and 29. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 10, 20, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wang (US-PAT 2004/0225773) in view of Dorfman (US-PAT 
5,960,164). 

Wang meets the limitations of claims, 9, 19, and 29, upon which claims 10, 20, 
and 30 respectively depend. 

Wang does not disclose a method of augmenting job tickets with variable data 
wherein the source data has variable tag data, the first identifier (font type) is associated 
with the variable tag data, replacing variable data tags with a variable data or a 
reference to the variable data, and augmenting the job ticket with the variable data or 
the reference to the variable data. 

Dorfman discloses in column 4, lines 29-53, "the method comprises the following 
steps... (b) identifying the variable data fields associated with each document ...(c) 
defining the fonts and characters for variable data at the time individual jobs are built... 
(hi) converting data to be supplied to the system into resolution specific bitmaps. (h2) 
Imposing the data from the resolution specific bitmaps onto a specific signature. And 
(h3) positioning and rotating variable text fields as each signature is built." Thus, step 
(b) comprises "accepting source data having variable tag data," step (c) teaches 
associating the font type (or "first identifier") with the variable tag data, and finally steps 
(h1)-(h3) replaces the variable data tags with the actual signature or "variable data." 

Wang and Dorfman are combinable because the two inventions pertain to the 
printing of various print jobs and print preprocessing. Wang's invention may be utilized 
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with ANY software application which outputs a print job or "job ticket" and thus may be 
easily combined with Dorfman's invention. 

Therefore, it would have been obvious at the time of invention to one of normal 
skill in the art to include in Wang's application 410 a system for including variable data 
as taught by Dorfman. 

The motivation of this modification would be to allow an application for the 
imposition of various documents with variable text data to print to a printer with any font, 
wherein the font may be automatically downloaded and rendered even if the font is not 
resident on the print device. 

Thus it would have been obvious at the time of invention to combine Wang and 
Dorfman to obtain the invention as disclosed in claims 10, 20, and 30. 

Conclusion 

9. This Office Action is Non-Final. 

Examiner would like to inform the applicant that art unit 2622 has been re- 
designated as art unit 2625 due to organizational restructuring with the Patent & 
Trademark Office. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert N. Kang whose telephone number is 571-272- 
0593. The examiner can normally be reached on M-F 9-6. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached on (571)272-7406. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




